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Application No. 

09/935,727 


Applicant(s) 

GENTZ ET AL 


Examiner 

Eileen O'Hara 


Art Unit 

1646 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, nnay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C, § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to cx)nnmunication(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fonrial matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex pa/te Quay/e, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 49-723 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 49-123 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 24 August 2001 is/are: a)l3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomi PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No, . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachnnent(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date , 6) D Other: . 



U.S. Patent and Tfademartt Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 
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DETAILED ACTION 

1 . Prosecution is reopened due to a new rejection under 35 USC § 102. 

Status of Claims 

2. Claims 49-123 are pending in the instant application. 



Priority Determination 

35U.S.C. § 120 states that: 

An application for patmt for an invention disclosed in the manna- provided by the &st 
paragraph of section 1 12 of this title in an application previously filed in the United States, 
or as provided by section 363 of this title, which is Gl&l by an inventor or inventors named 
in the previously filed application shall have the same effect, as to such invention, as 
thou^ filed on the date of the prior application, if filed before the patoiting or 
abandonment of or termination of proceedings on the first application or on an appfication 
similarly entitled to the benefit of the filing date of the first application and if it contains or 
is ammded to contain a specific reference to the earlier filed application. 

35U.S.C. § 119(e) states that: 

An application for patent filed under section 1 1 1(a) or section 363 of this title for an invention 
disclosed in the manner provided by the first paragraph of section 1 12 of this title in a provisional 
application filed undo- section 1 11 (b) of this title, by an inventor or inventors named in the provisional 
application, shall have the same effect, as to such invention, as thou^ filed on the date of the provisional 
application filed undo" section 1 1 1(b) of this title, if the appUcation for patmt filed undo- section 1 1 1(a) or 
section 363 of this title is filed not lata- than 12 months after the date on \^^ich the provisional application 
was filed and if it contains or is amended to contain a specific reference to the provisional application. 



3. Applicant is advised that the instant appUcation can only receive benefit under 35 U.S. C. 
§ 120 or § 1 19(e) from an earher application which meets the requirements of 35 U.S.C. § 112, 
first paragraph, with respect to the now claimed invention. Because 09/006,352 and 60/035,496 
do not have disclosures that support a specific and substantial utility, they do not meet the 
requirements of 35 U.S. C. § 112, first paragraph, and do not meet those requirements and, 
therefore, are unavailable under 35 U.S.C. § 120 or § 1 19(e). Since this application is a 
continuation in part of 09/518,931 and claims priority to 60/121,774, which discloses a specific 
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and substantial utility, the effective priority date of the instant application is considered to be the 
filing date of 60/121,774, March 4, 1999. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the apphcant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

4. Claims 49-123 are rejected under 35 U.S.C. 102(e) as being anticipated by Ashkenazi et 
al, U.S. Patent No. 6,764,679, effective priority date Sept. 18, 1998. 

Claims 49-123 encompass antibodies to the protein of SEQ ID NO: 2, wherein the 
protein may be glycosylated, and wherein the antibody may be polyclonal, monoclonal, Fab 
fragment, may be labeled with a fluorescent label or a luminescent label, the antibody binds the 
protein in a Western blot or in an ELISA, isolated cell or hybridoma which produces the 
antibody, and a method of detecting the protein using the antibody. 

Ashkenazi et al. discloses a protein (SEQ ID NO: 1) that is identical to the protein of 
SEQ ID NO: 2 of the instant invention. Ashkenazi et al. also teach that the protein may be 
glycosylated (column 13, hnes 48-57), the antibody may be polyclonal (column 20, Une 64- 
column 21, Une 20), may be monoclonal or Fab fragment (column 21, Une 21 to column 22, Une 
65), the antibody binds the protein in a Western blot (Exanq^le 7), the antibody binds the protein 
in a in an ELISA (Fig. 12 and 14, Exanples 14-16), ceUs or hybridoma that produce the 
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(Exanq)le 8), the antibody may be labeled with a fluorescent label or a luminescent label and a 
method of detecting the protein using the antibody (column 24, hne 55 to column 25, Une 1 1). 
Therefore Ashkenazi et al. anticipates the claims. 

Conclusion 

5. No claim is allowed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eileen B. O'Hara, whose telephone number is (571) 272-0878. 
The examiner can normally be reached on Monday through Friday from 10:00 AM to 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Caputa can be reached at (571) 272-0829. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (571) 272-1600. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for pubhshed apphcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://portal.uspto.gov/extemal/portal/pair. Should you have questions on access to 
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the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll 
free). 

Eileen B. O'Hara, Ph.D. 

Patent Examiner EXAMKMER 



